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DETAILED ACTION 

Claim Objections 

1 . Claims 3, 4, 23, 24, 27, 30, 31 , 32, 36 and 37 are objected to because of the 
following informalities: regarding claims 3, 4, 23, 37, and 24, 30 by their dependency, 
the claims fail to set forth structural limitations; regarding claim 27, the connector 
limitations appear to be redundant since the preamble is directed towards a guidewire 
and independent claim 1 already sets forth a guidewire proximal end sized and shaped 
for insertion into a connector; regarding claims 31 and 36, the recitation of "coaxial 
cable and/or connector" is indefinite; and regarding claim 32, the limitation "used to limit 
a respective guidewire to a single-use" appears to be a method step. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

4. Claims 1 -22, 25-29, 31 , and 33-36 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Christian 5,1 78,1 59 in view of Atalar et al 2002/004581 6. 

5. Regarding claims 1-12, 16-22, and 25 Christian teaches the invention as 
claimed: an inner conductor (98 fig 7; col 6, 1. 55 - col 7, 1. 28), an outer conductor 
coaxially disposed (99 fig 7; col 6, 1. 55 - col 7, 1. 28; col 6, II. 52-54) about the inner 
conductor, a distal end sized and shaped for insertion into a subject (1 16 fig 8; col 7, II. 
38-48), a proximal end sized and shaped for insertion into a connector (figs 7 and 3; col 
6, 1. 55 - col 7, 1. 28), an outer conductor contact (102 fig 7; col 6, 1. 55 - col 7, 1. 28), an 
extended section of the inner conductor (103 fig 7; col 6, 1. 55 - col 7, 1. 28), an 
electrically conductive material disposed at least partially around the inner conductor 
(103 fig 7; col 6, 1. 55 - col 7, 1. 28), an insulated area interposed between the outer 
conductive contact and the inner conductive contact (fig 7 and 29 ), an electrically 
insulating material disposed at least partially around the inner conductor (fig 7), the 
guidewire diameter is sized for insertion into the lumen of an anatomic structure of a 
subject (col 7, II. 38-48), the anatomic structure is a blood vessel (col 7, II. 38-48), the 
subject is a human (col 7, II. 38-48), the guidewire diameter is less than about 0.040 
inches (col 2, II. 56-59), the diameter is between about 0.012 inches and 0.038 inches 
(col 2, II. 56-59), the diameter is about 0.014 inches (col 2, II. 56-59), a diameter of the 
inner conductor is between about 0.004 inches and about 0.012 inches (col 3, II. 46-61), 
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the guidewire has a stiffness sufficient for insertion into a lumen of an anatomic 
structure of a subject (col 7, II. 29-48), the guidewire is biocompatible (col 7, II. 29-48), 
the guidewire comprises a conductive material (col 7, II. 12-28), the guidewire is 
composed of nonmagnetic materials (col 3, II. 22-28), the guidewire is sterilizable (col 
3, II. 22-26 further noting that any material may be sterilized), the outer conductor 
contact and the inner conductor contact are each annular in shape (102 and 103 fig 7; 
col 7, II. 12-28), the outer conductor contact and the inner conductor contact have 
approximately equal diameters (102 and 103 fig 7; col 7, II. 12-28), the inner conductor 
contact is disposed radially about a portion of the extended section of the inner 
conductor (102 and 103 fig 7; col 7, II. 12-28), the insulated area is annular in shape (fig 
7; col 7, II. 12-28), the outer conductor contact is axially distal to the inner conductor 
contact (102 and 103 fig 7; col 7, II. 12-28), an extension attachment coupled to the 
proximal end of the guidewire (col 1, II. 24-49; col 5, II. 18-68). 

6. Regarding claims 26 and 33, Christian teaches where the inner conductor is a 
center conductor (fig 7; col 6, II. 52-54 regarding connector portion of guidewire). 

7. Regarding claims 27 and 34, Christian teaches a connector sized and configured 
to receive the proximal end of the guidewire. Further claimed limitation to attach to an 
MRI scanner and allow transmission of MRI signals amounts to a recitation of the 
intended use of the invention, without resulting in any structural difference between the 
claimed invention and the structure disclosed by Christian, and therefore fails to 
patentably distinguish the claimed invention from the prior art. See In re Casey, 152 
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USPQ 235 (CCPA 1967), MPEP 2115 [R-2] and In re Otto, 136 USPQ 458, 459 (CCPA 
1963), MPEP 2111.02. 

8. Regarding claim 28, Christian teaches a connector capable of being releasably 
attachable to the conductors and therefore may be connected to any medical device 
with same connector system. 

9. Regarding claim 1 , Atalar et al teach within the field of MRI, the distal end of the 
guidewire defines an antenna configured to detect MRI signals (104 fig 1 ; para 73). 

10. Regarding claims 1 and 25, with respect to the coaxial cable, and more 
specifically the inner and outer conductors, of the instant invention being configured to 
conduct the detected MRI signals to the proximal end of the guidewire, the applicant is 
advised that, while the features of an apparatus may be recited either structurally or 
functionally, claims directed to an apparatus must be distinguished from the prior art in 
terms of structure rather than function. In re Schreiber, 44 USPQ2d 1429. In addition, it 
has been held by the courts that apparatus claims cover what a device is, not what a 
device does. Hewlett-Packard Co. v. Bausch & Lomb Inc., 15 USPQ2d 1525 (Fed. Cir. 
1990). In this case, the patented apparatus of Christian discloses (as detailed above) 
all the structural limitations of a guidewire required to perform the recited conduction of 
MRI signals. 

1 1 . Regarding claims 1 3-1 5, Atalar et al teach the guidewire comprises a 
superelastic material (para 96), the superelastic material comprises titanium (para 96), 
and the superelastic material comprises Nitinol (para 96). 
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12. Regarding claims 29 and 35, Atalar et al teach electrical shielding (1 22 fig 1 ; 
paras 76-77 and 87-88) which would inherently inhibit RF interference. 

13. Regarding claims 31 and 36, Atalar et al teach an MRI scanner interface circuit 
and connection detector (1 1 2 fig 1 ; paras 75, 92, 1 02 and 111) 

14. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the guidewire system of Christian with the device of Atalar et al in 
order use the guidewire with MRI systems (para 9). 

1 5. Claims 23, 24, 30, 32, 37 and 38 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Christian 5,178,159 in view of Atalar et al as applied to claims 1 and 
25 above, and further in view of Stern 5,743,903 et al. 

16. Stern et al teach an identification parameter comprising at least one of a resistor 
value, a digital signature, or a unique serial number (col 13, 1. 57 - col 14, 1. 54), wherein 
the identification parameter is unique to a specific attachment. The invention of Stern et 
al would be capable of identifying that a proper combination of devices is used and to 
limit single use of an attachment. 

1 7. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Christian in view of Stern et al in order to automatically recognize 
and apply custom settings to various attachments as taught by Stern et al (col 13, II. 57- 
67). 

Response to Arguments 

18. Applicant's arguments with respect to claims 1-12, 16-22 and 25 have been 
considered but are moot in view of the new ground(s) of rejection. 
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1 9. It is further noted regarding Applicant's argument with respect to the conductors 
of Christian 5,178,159 "residing in a concentric space, but are not coaxially arranged," 
Examiner finds that since connectors are an integral part of a guidewire, the coaxial 
arrangement of the connectors of Christian, as noted by Applicant, reads upon the 
claimed "outer conductor coaxially disposed about the inner conductor" of the instant 
invention. 

20. Regarding Applicant's argument that Christian "fails to teach or suggest an MRI 
compatible device, and does not even describe or mention MRI, much less a device that 
conducts RF/MRI signal," Applicant is advised that, while the features of an apparatus 
may be recited either structurally or functionally, claims directed to an apparatus must 
be distinguished from the prior art in terms of structure rather than function. In re 
Schreiber, 44 USPQ2d 1429. In addition, it has been held by the courts that apparatus 
claims cover what a device is, not what a device does. Hewlett-Packard Co. v. Bausch 
& Lomb Inc., 15 USPQ2d 1525 (Fed. Cir. 1990). In this case, the patented apparatus of 
Christian discloses (as detailed above) all the structural limitations of a guidewire 
required to perform the recited conduction of MRI signals. 

21 . Regarding Applicant's arguments with respect to claims 1 3-1 5 that Atalar et al 
"does not describe a guidewire, but a sleeve..." Examiner finds that Atalar et al disclose 
a guidewire comprising a coaxial cable (fig 7; para 102). 

22. Regarding Applicant's arguments with respect to claims 23 and 24 that there is 
no suggestion to combine the references, the Examiner recognizes that obviousness 
can only be established by combining or modifying the teachings of the prior art to 
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produce the claimed invention where there is some teaching, suggestion, or motivation 
to do so found either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1 071 , 5 
USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992). Further in response to applicant's argument that Stern is nonanalogous art, 
it has been held that a prior art reference must either be in the field of applicant's 
endeavor or, if not, then be reasonably pertinent to the particular problem with which the 
Applicant was concerned, in order to be relied upon as a basis for rejection of the 
claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 
1992). In this case, Stern et al addresses the particular problem of identifying attached 
components in a medical system via unique identification parameters. Stern et al's 
teaching of an identification signal which uniquely identifies the particular physical 
and/or performance characteristics of the connect component (col 13, II. 57-62) is 
reasonably pertinent to the instant invention and reads upon the claimed identification 
parameter. 

Conclusion 

23. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Justin Chao whose telephone number is (571)270-3072. 
The examiner can normally be reached on Mon-Fri, alt Fri off, 7:30-5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Brian Casler can be reached on 571-272-4956. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Justin Chao/ /Ruth S. Smith/ 

8/1 3/07 Primary Examiner, Art Unit 3737 



